IN THE MATTER OF
European Union Trade Mark No. 1341130 for

in the name of Twentieth Century Fox Film Corporation (“the Proprietor”)
AND IN THE MATTER OF
Revocation No. 000010104C
thereto by Duff beverage GmbH
_________________________________________
PROPRIETOR’S OBSERVATIONS IN REPLY TO THE APPLICANT’S OBSERVATIONS
_________________________________________
Background
1.

The Applicant filed the Revocation Action on 27 November 2014 against EUTM1341130
(the “Trade Mark”). The Proprietor filed its proof of use evidence and submissions on 8 May
2015 (“Proprietor’s Proof”). The Applicant filed its response on 30 November 2015 (the
“Response”). These are the Proprietor’s observations in reply.

Summary
2.

The Applicant’s responses do not change the fact that the Proprietor has provided sufficient
evidence to prove that it has put the Trade Mark to genuine use within the Relevant Period.
In fact, all that the Applicant has done in its Response is to make a few poorly formulated
criticisms of the Proprietor’s evidence which in many cases ignore what the Proprietor has
said about that evidence – such as criticising an item of evidence as being outside the
Relevant Period, when the Proprietor has already admitted this and provided a clear
explanation as to why the item remains relevant.

3.

The task of the Office is to look at the evidence in the round and in all the circumstances
and establish whether or not the Proprietor has proven use on the balance of probabilities.
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This means the Office must ask itself: is it more likely than not that the Proprietor put the
Trade Mark to genuine use? The answer should be yes.
The Response
4.

The Response can be split into two parts:
(A)

the Applicant’s allegation that the Proprietor has adduced evidence of use of a mark
which is not the Trade Mark as registered (section 2); and

(B)
5.

the Applicant’s criticisms of the Proprietor’s proof of use evidence (sections aa to ii).

The Response is accordingly addressed in two corresponding parts below.

The Proprietor has made use of a mark which does not alter the distinctive character of the
Trade Mark as registered
The Trade Mark as registered

6.

The Trade Mark as used on the Drink

The Proprietor anticipated the Applicant’s allegation that the Proprietor has not made use of
the Trade Mark as registered and has already provided full submissions on this point. It
remains of the view that the present case is on all fours with Case T-415/09 confirmed by
the Court of Justice in Case C-621/11 P:
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7.

The Applicant says this case is different because “beer” is a distinctive element of the Trade
Mark. It says this is so because beer is an alcoholic drink which does not describe the soft
drinks covered by the Trade Mark in Class 32. Again the Proprietor has already anticipated
this point and made submissions in response to it: beer is not necessarily an alcoholic drink.
Root beer and ginger beer (the latter expressly listed in the specification) are non-alcoholic.
Non-alcoholic beer is also, by definition, non-alcoholic.

8.

As already submitted, the only distinctive part of the Trade Mark is the word DUFF and the
font which is synonymous with The Simpsons, the world famous animated series in which
DUFF beer features. It is submitted that the effect of the evidence set out in Ms Pompey’s
witness statement is that the average consumer (and trader) will recognise the word DUFF,
written in the characteristic font, and associate it with The Simpsons. This is the case
whether or not the word “beer” is also present.

9.

The word “beer” is also non-dominant, meaning that the present case is also on fours with
this earlier case also in the Office’s Guidelines:

10.

Further examples of comparable decisions of the Office, all of which found that the omission
to the mark as registered did not alter the distinctive character of that mark, are set out in
the table below:
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Case
reference

The trade mark as registered

The trade mark as used

Free v
Messagenet
SPA
Cancellation
No 8249 C

(as well as the word mark FREE)

Stock Wódka
v Hijos De
Rivera
Cancellation
No 6046 C

Box.net, Inc.
v Grupo
Open
Cancellation
No 5806 C
PGR
Management
NV v Stephen
Pearce
Opposition
No B 1 224
734

11.

As explained above and in the Proprietor’s Proof, the Proprietor’s position is that the word
“beer” is neither distinctive nor dominant and so its omission from the mark as used does
not alter the distinctive character of the mark as registered. The Applicant has in effect
taken exactly the same position as to the distinctive and dominant (and indeed, non-
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distinctive and non-dominant) elements of a composite mark just like the Trade Mark in
opposition proceedings between the same parties. Opposition number B002282641 was an
opposition brought by the Applicant against the Proprietor. The competing marks were:
The Proprietor’s application

The Applicant’s earlier mark

DUFF

12.

The marks are not the same as in the present case but for these purposes what the
Applicant said about its mark, which like the Trade Mark comprises a device mark with the
word DUFF prominent and the word “beer” in small font underneath it, are highly relevant.
The following is an extract from the Applicant’s substantiation of its opposition dated 28 July
2014, a copy of which is enclosed as Annex 1 (emphasis is the Applicant’s own):
“2.2 Visually, the trademarks in question are highly similar.
The Younger Mark is a word mark consisting of the term "DUFF". The Opposition
Marks are figurative marks composed of the word elements "Duff' and "BEER".
Hence, there is an identity in the element "DUFF" which is the only element the
Younger Mark consists of. The identity in this element is so significant that it renders
the marks in question highly similar in their overall impression.
…
Furthermore, the element "DUFF" - which is the only element the Younger Mark
consists of - is the distinctive and dominating element of the Opposition Marks.
Considering the Opposition Marks enjoy protection for "Beer'', the word element
"BEER" has to be considered as a rather descriptive element. Moreover, regarding
the overall impression evoked by the Opposition Marks, the word element "BEER"
visually fades into the background. First of all, the word element "BEER" is displayed
in a smaller font size. Additionally, in contrast to the word element "DUFF", the word
element "BEER" is not positioned centrally - at consumers' eye level - but in the
bottom third of the sign.
From this it follows that consumers will not pay as much attention to the rather weak
element "BEER" but will focus on the distinctive and dominating element "DUFF"
which is the only element the Younger Mark consists of.
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Accordingly, a high degree of visual similarity between the marks in question exists
due to the identity in the element "DUFF".
2.3 Phonetically, the marks in question are identical to the extent that they coincide
in the element "DUFF".
When referring to trademarks aurally, consumers usually refer to the verbal
elements of a mark only, and do not describe the figurative elements. Accordingly,
when considering the phonetic similarity between two signs, the figurative elements
cannot be taken into account (see Judgement of the General Court of Feb 14, 2008,
ORSAY./. OHIM- Jose Jimenez Arellano S.A., T-39/04). Therefore, the signs that
would have to be compared from a phonetic perspective are the Opposition Marks
"Duff BEER" and the Younger Mark "DUFF".
It is evident that the Opposition Marks and the Younger Mark are identical in the
element "DUFF" which will not only be pronounced but also perceived identically by
consumers. Moreover, it has to be born in mind that the goods the Opposition Marks
enjoy protection for and the Younger Mark is seeking protection for are or are related
to "beverages" which means that they are very often ordered orally (see, for
instance, European Court of First Instance, Decision of January 15, 2003, T-99/01,
MYSTERY./.MYXERY). In light of this, the phonetic identity in the element "DUFF"
becomes even more important as regards the similarity of signs.”
13.

Accordingly, it can be seen that it is the Applicant’s own position that in a mark such as the
Trade Mark, the “distinctive and dominating element” of the mark is the word DUFF and the
element “beer” is “rather weak”.

14.

For the above reasons and all of the reasons stated in the Proprietor’s Proof (paragraphs 24
to 43), it is submitted that the Trade Mark has been varied in precisely the manner the
EUTM Regulation contemplated. As set out in paragraph 9 of the Proprietor’s Proof, the
proprietor of an EUTM is permitted “to make variations in the sign to enable it to better
adapt to the marketing and promotion requirements of the goods concerned (judgment of
23/02/2006, T-194/03, ‘Bainbridge’, para. 50)”. In order to better target the energy drink
market (rather than the broader soft drink market covered by the specification of the Trade
Mark), it has removed the non-distinctive word “beer”.

Criticisms of the Proprietor’s proof of use evidence are unfounded and do not affect the
overall position
Overall position
15.

A summary of the relevant law and practice on proof of use is set out in the Proprietor’s
Proof. That summary includes the fact that only a “minimum extent” of use must be shown.
It also explains that a “separate assessment of the various relevant factors, each
considered in isolation, is not suitable (judgment of 17/02/2011, T-324/09, ‘Friboi’, para.
31)”. Instead, what the Office must do is evaluate “the evidence submitted in an overall
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assessment” (emphasis is the Office’s own). Further, “although pieces of evidence may be
insufficient by themselves to prove the use of an earlier trade mark, they may contribute to
proving use in combination with other documentation and information”.
16.

The passages quoted above are very important. The Response contains very specific (and
often small) criticisms of individual items of the Proprietor’s evidence. The approach taken
by the Applicant is wrong. It has not looked at the Proprietor’s evidence in an overall
assessment and made any observations from this viewpoint. When the correct approach is
taken, one can see that the Proprietor has undeniably made use of the Trade Mark for
energy drinks during the Relevant Period in the EU and the burden of proof is clearly
discharged.

Witness statement by Tina M. Pompey
17.

As a preliminary point, the Proprietor submits that “energy drinks”, the goods to which its
evidence of use relates, are soft drinks and so clearly fall within the specification of Class 32
of the Trade Mark. “Carbonated and non-carbonated soft drinks” of the Trade Mark are
clearly identical to “non-alcoholic beverages” and the Office considers “non-alcoholic
beverages” identical to “energy drinks” – see Pair ID 0020349-0014090 on the Office’s
Similarity tool.

18.

Essentially the sole criticism made of Ms Pompey’s sworn statement is that it does not
contain turnover figures. Of course it does not purport to do so. Instead, the purpose of Ms
Pompey’s statement is to explain the connection between DUFF and the famous The
Simpsons animated series, to exhibit the various pieces of use evidence relied upon by the
Proprietor and to put those various pieces together and in context. Ms Pompey’s statement
seeks to do precisely what is required in the Revocation Action to allow the Office to make
an overall assessment of the evidence.

19.

On the subject of turnover figures, the Proprietor does not hide the fact that it has not been
able to provide these in its evidence. This is because, as Ms Pompey explains, the
Proprietor did not sell the goods in question itself, as they were produced and sold on by its
licensee. However, such omission does not detract from the other evidence of use relied
upon by the Proprietor. In the Guidelines, paragraph 2.6.1 of Section 6 of Part C, the Office
states:
“Under certain circumstances, even circumstantial evidence such as catalogues
featuring the trade mark, despite not providing direct information on the quantity of
goods actually sold, can be sufficient by themselves to prove the extent of use in an
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overall assessment (judgment of 08/07/2010, T-30/09, Peerstorm, EU:T:2010:298, §
42 et seq.).”
20.

It is submitted that this is far from a case in which the Proprietor relies on only circumstantial
evidence and, accordingly, its position is a stronger one than that referred to by the Office.

TMP1 – Screenshots of episodes of The Simpsons
21.

Again the Applicant makes a pointless criticism – submitting that these screenshots do not
show proof of use on energy drinks. As is made quite clear by the Proprietor and Ms
Pompey, TMP1 is provided to explain what DUFF is and its iconic connection to The
Simpsons. It is incumbent upon the Office to take into account all relevant factors and as is
submitted further below, The Simpsons connection is relevant both to the nature of the
market of the goods in question and the impact of the Trade Mark as used upon the public.

TMP2 – Screenshots of Boston America’s current website
22.

The screenshots of Boston America’s current website are relied upon along with Ms
Pompey’s evidence to explain that the products of which proof of use evidence is provided
were produced by the Proprietor’s licensee. TMP2 is not intended to provide evidence, for
example, of online sales during the Relevant Period. Ms Pompey makes clear that the
screenshot is from the current website, that is from the time she made her statement – April
2015. Again the Applicant has taken the wrong approach – making pointless and irrelevant
criticisms of the Proprietor’s evidence without actually bothering to read why the evidence is
relied upon.

TMP3 – Screenshots of Cybercandy’s current website
23.

TMP3 is included to demonstrate only what Cybercandy is. Again the Applicant makes a
pointless criticism that it does show use any of DUFF products – it is not intended to.

TMP4 – Screenshots from Cybercandy’s website during the Relevant Period showing the sale of
the DUFF energy drink
24.

These screenshots show the state of a website at a past date – necessitating the use of the
Wayback Machine, with which the Office is no doubt familiar in proof of use cases. As the
Office will be aware, the Wayback Machine archives webpages at intermittent intervals. The
Proprietor has provided screenshots of all of the instances that the relevant pages of the
Cybercandy website were archived during the Relevant Period. It is not possible to provide
any more. This is all made clear in the Proprietor’s Proof. The Proprietor repeats its previous
submission: if on every occasion between 2009 and 2012 the Wayback Machine archived
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the relevant pages, the Drink was shown on sale on the Cybercandy website, on the
balance of probabilities the clear inference is that it was sold throughout this period.
25.

Ms Pompey states that the evidence indicates the Drink had a “consistent presence” on the
website indicating that it was sold “continuously” during the Relevant Period. EU law does
not require the Proprietor to establish that the use was continuous in the sense of being for
the whole uninterrupted five year relevant period (see judgment of 16/12/2008, T-86/07,
Deitech, EU:T:2008:577, para. 52, as referred to by the Office at paragraph 2.6.1 of Section
6 of Part C of the Guidelines). A lesser degree of continuity is sufficient and it is submitted
that the Proprietor’s evidence establishes this.

26.

The Applicant refers to the fact that there are only a few reviews of the Drink on the
Cybercandy website shown in the screenshots. The Proprietor has not sought to rely on the
frequency of reviews, but at the least they prove that sales were being made across the
many years the Drink was on sale. In any event, it is submitted that only a very tiny
proportion indeed of consumers who purchase a beverage product – or indeed any product
– ever submit reviews of it. A single review may accordingly represent tens of thousands if
not more individual sales.

27.

A point is made because one review refers to the Drink as having a “novelty factor”. The
suggestion is that because the product was described as having a “novelty factor” in 2011
despite it having been on the market for several years by this stage, the Drink was “not
really present on the relevant market in the European Union”. This is a bad point. It is
submitted that the consumer was clearly referring to the fact that the Drink is derived from
the Proprietor’s famous The Simpsons animated series – it is Homer Simpson’s drink of
choice. That is why it is a “novelty”. Not because it is not sold enough – the evidence is that
it sold over a period of years. In any case, the Applicant’s suggestion that the Drink was “not
really present” on the market is a weak conclusion. It was present – that is very clear. It was
present for years and it sold for years. Bearing in mind the minimal extent of use that the
Proprietor must prove on the balance of probabilities, it is submitted that the Cybercandy
evidence robustly does this.

TMP5 – Cybercandy Yelp and Facebook pages
28.

The Proprietor has three key points in response to the criticisms levelled at TMP5.

29.

First, the Applicant repeatedly complains that a few items of the Proprietor’s proof of use
evidence date from outside of the Relevant Period. The Proprietor has already disclosed
this in its submissions. The Proprietor said at paragraph 19 of its Proof:
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“Where evidence has been adduced of use outside of the Relevant Period, this has
been made clear and, consistent with the Office’s guidance, such evidence is only
relied upon as indirect evidence of use within the Relevant Period.”
This continues to be the Proprietor’s position.
30.

Second, the Applicant argues that two photographs showing the sale of the Drink which
were posted on Yelp and Facebook on particular days in 2011 and 2012 do not indicate the
date they were taken. It is submitted that on the balance of probabilities those photographs
were taken on or shortly before the date they were posted to Yelp and Facebook. It makes
no sense to suggest that they date from any other time period.

31.

Third, the Applicant points to the content of the reviews/comments on these pages as
suggesting that the Drink was both not continuously available and only available from “one
local store in the UK”. First, the latter is incorrect: the evidence indicates that the Drink was
sold online, and it was also sold in bricks and mortar stores in at least London (Covent
Garden), Brighton and Birmingham. As regards the former – the Proprietor submits above
that it has no obligation to show continuous uninterrupted use. If it was the case that the
Drink was out of stock for some periods (which the Applicant has not proven by reference to
two comments), this does not change the proof of use position where the evidence is that it
was in stock and on sale over and over during the Relevant Period.

TMP6 – Screenshots from Amazon.co.uk, Amazon.fr and Amazon.de
32.

The Applicant’s criticisms of this evidence are inconsistent. First it suggests the screenshots
provide no evidence of sales “at all”, then it admits that as a review has been left, the drink
has “not been sold seriously”. The Proprietor has already admitted the limitations of this
evidence in its Proof, and does not seek to argue that these screenshots in themselves
establish proof of use. But along with the other evidence, it paints a clear picture that the
Drink was sold throughout the Relevant Period.

33.

The Applicant complains that the seller M&E Store-USA is based in the United States. This
is irrelevant provided the sales are in made in the EU – the Amazon pages are from the UK,
French and German Amazon websites.

34.

The Applicant asserts that the evidence from the French Amazon website should be
disregarded as it is in French. This is incorrect. There is no obligation upon a proprietor
proving use to translate all of its evidence into the language of the proceedings although the
Office has a discretion to request such translation – see paragraph 3.6 of Section 6, Part C
of the Guidelines. The Office has made no such request. In any event, the nature of the
screenshot is such that its meaning and features are self-explanatory. The part marked with
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an arrow states “Date de mise en ligne sur Amazon.fr – 27 novembre 2014”. This means
“Date first available at Amazon.fr – 27 November 2014”. The Amazon.de page says the
same but the date is 12 November 2014.
35.

The Applicant further submits that the Proprietor may not rely upon evidence of use three
months prior to the date of the Revocation Action on the basis that the Proprietor had
become aware that the Revocation Action may be filed (relying upon Article 51(1)(a) of the
EUTM Regulation). It claims that the Proprietor had been aware that the Revocation Action
may be filed because the parties are engaged in a number of disputes regarding the name
DUFF. However, while it is true that the parties are engaged in such disputes, until the
Revocation Action was filed, all of those disputes concerned challenges by one party
against another on relative grounds. While the Applicant had been put to proof of use of its
marks in those disputes, the Proprietor had not. Further, at no time did the Applicant ever
write to the Proprietor or otherwise indicate that it intended to file this action. This point is
another bad one. Article 51(1)(a) states that “the commencement or resumption of use
within a period of three months preceding the filing of the application… which began at the
earliest on expiry of the continuous period of five years of non-use shall, however, be
disregarded where preparations for the commencement or resumption occur only after the
proprietor becomes aware that the application… may be filed”. It does not apply here.

TMP7 and TMP8 – YouTube video reviews
36.

It is quite wrong to suggest that the date of upload of a YouTube video “cannot indicate the
original date the video stems from”. It is submitted that it is quite the opposite: save where
the video is, say, depicting an historical effect, it is a sensible conclusion on the balance of
probabilities that the upload date of a video is the date the video was made or shortly
thereafter.

37.

Is it also wrong to assert that the video featuring a Czech speaker should be disregarded.
The submissions above regarding the French Amazon page are repeated.

38.

Beyond the above points, all the Applicant says of these exhibits is that they do not prove
use of the Trade Mark by themselves. But the Proprietor has not claimed this. As with the
rest of the Proprietor’s evidence, these exhibits form part of the narrative which
demonstrates that the Drink was sold throughout the Relevant Period in the EU and,
accordingly, the Trade Mark was put to genuine use in that period in the EU.
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TMP9 – written reviews of the Drink
39.

The Applicant continues to repeat its unhelpful criticisms here. Once again the Proprietor
relies on this evidence together with its other evidence, not on its own.

40.

The Applicant then goes on to imply that the Proprietor may have “bought” these reviews.
This is a serious allegation – implying that the Proprietor has misled the public – and is
entirely baseless. The Office is invited to ignore it: it has no basis in reality whatsoever.

TMP10 – Wikipedia page
41.

The Applicant’s complaint that the Wikipedia entry does not show its date can be easily
rebutted. Attached as Annex 2 to this document is the comparison between the versions of
the Wikipedia page as of 03:24 on 26 September 2011 and 10:57 on 19 October 2011. This
comparison

can

be

viewed

here

using

the

following

link:

https://en.wikipedia.org/w/index.php?title=Duff_Beer&diff=next&oldid=452463619.

It

illustrates that the statement “It is also available in the UK at American import stores such
as Cyber Candy” was added on 19 October 2011, right in the middle of the Relevant Period.
Conclusion
42.

The Proprietor already dealt with all of the Applicant’s points regarding the use of the Trade
Mark as registered. The Applicant has blindly ignored the Proprietor’s submissions and
made the points the Proprietor already anticipated. The omission from the Trade Mark as
registered in the form used by the Proprietor is precisely the type of omission contemplated
by the EUTM Regulation and just like the permitted omissions in the cases quoted by the
Office in its Guidelines.

43.

Beyond this, the Applicant’s approach to its critique of the Proprietor’s Proof is flawed. It
proceeds as if the Proprietor’s obligation is to adduce a series of items of evidence which
each individually prove it has put the Trade Mark to genuine use. That is not the Proprietor’s
obligation, nor is it the Office’s task in assessing the Proprietor’s evidence. The Proprietor
does not argue that each item of its evidence can individually prove use. Rather, the
position is this. Each item of evidence is a piece in the puzzle, a step in the narrative, which
adds up to a whole which demonstrates that for many years over the Relevant Period the
Drink, bearing the Trade Mark or a version of the Trade Mark which does not alter its
distinctive character, was offered for sale and was sold in the EU, in particular in the UK.

44.

The Proprietor’s burden is not a high one. It must show on the balance of probabilities only
– ie, it must show that it was more likely than not – that the Trade Mark was put to a minimal
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extent of use for at least part of the Relevant Period in the EU. The use must be more than
merely token – a product sold over and over for years cannot be token. If the Office makes
an overall assessment of the Proprietor’s evidence as a whole, it is submitted that it will find
that the Proprietor has discharged this burden.
45.

The Revocation Action should be dismissed and the Proprietor should be awarded its costs.
Simmons & Simmons
Solicitors for the Proprietor
14 April 2016
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Annex 1 – the Applicant’s substantiation of its opposition numbered B002282641 dated 28
July 2014 (excluding Attachments)
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Annex 2 – comparison of different versions of Wikipedia page
https://en.wikipedia.org/wiki/Duff_Beer
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